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2a )□ This action is FINAL. 2b)^ This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-23 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election of Group I (claims 1-12) in the reply filed on June 30, 2008 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). Claims 13-23 are withdrawn from further 
consideration pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected groups, 
there being no allowable generic or linking claim. The requirement is deemed proper 
and is therefore made FINAL. 

Claim Objections 

2. Claim 4 is objected to because of the following informalities: the claim does not 
use standard Markush group language nor is it set forth in acceptable alternative 
language, see MPEP 2173.05(h). It is suggested that the limitation "...wherein said 
metal hydroxide is at least one of..." either be amended to read "...wherein said metal 
hydroxide is selected from the group consisting of..." or the "and" be replaced with "or". 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 1-8 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yamada et al (JP 2003-192925, see English language equivalent 2005/0143502). 
Regarding claim 1, Yamada teaches a resin composition ([0002]) comprising: 

• at least one biodegradable polysaccharide ([0030]) 

• a flame retardant additive containing a hydroxide ([0043]) 

• and a hydrolysis suppressing agent suppressing the hydrolysis of said at least 
one polysaccharide ([0049]). 

Regarding claim 2, Yamada teaches that the polysaccharide is cellulose, starch, 
chitosan, dextran and derivatives thereof and copolymers comprising one of them 
([0032]). 

Regarding claim 3, Yamada teaches that the said hydroxide includes at least 
one metal hydroxide. ([0038]). 

Regarding claim 4, Yamada teaches that the metal hydroxide is aluminum 
hydroxide, magnesium hydroxide or calcium hydroxide ([0038]). 

Regarding claim 5, Yamada teaches that the hydroxide has a purity of not less 
than 99.5% ([0045]). 

Regarding claim 6, Yamada teaches that said hydroxide is in the form of 
particles with a BET specific surface area not higher than 5.0 m2/g ([0047]). 

Regarding claim 7, Yamada teaches that said hydroxide has an average 
particle size not higher than 100 microns ([0046]). 

Regarding claim 8, Yamada teaches that the flame retardant additive further 
contains a nitrogen compound ([0035], [0039]). 
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Regarding claim 12, Yamada teaches that the hydrolysis suppressing agent is a 
carbodiimide compound, and isocyanate compound or an oxazoline compound ([0050]). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

7. Claims 9-1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Yamada et al (JP 2003-192925, see English language equivalent 2005/0143502) in 
view ofYoshida (US 2002/0151631). 

The discussion regarding Yamada in paragraph 4 above is incorporated here by 
reference. 
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Regarding claim 9, Yamada teaches that a nitrogen flame retardant compound 
can be used in the composition; however, Yamada fails to teach the addition of a 
nitrogen oxide compound. 

Yoshida teaches a resin composition ([0008]) which has a metal hydroxide 
component which may be aluminum hydroxide, magnesium hydroxide, or calcium 
hydroxide ([0018]) which incorporates a nitrogen oxide composition ([0009]). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to incorporate the nitrogen oxide compounds of Yoshida in the 
composition of Yamada. One would have been motivated to in order to have excellent 
flame retardancy at a low amount of addition to the resin without degrading various 
properties of such resin and a low production of combustion residue when such resin of 
so is combusted for disposal (Yoshida, [0007]). They are combinable because they are 
both concerned with the same field of endeavor, namely resins with metal hydroxides as 
flame retardants. Absent objective evidence to the contrary and based upon the 
teachings of the prior art, there would have been a reasonable expectation of success. 

Regarding claim 10, modified Yamada teaches that the nitrogen oxide is a non- 
metallic nitric acid compound and/or a non-metallic nitrous acid compound ([0012]). 

Regarding claim 11, modified Yamada teaches that the average particle size of 
said nitrogen compound is not larger that 100 microns ([001 1]). 

Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
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obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

9. Claims 1, 2 and 12 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 2, 4 and 8 of 
copending Application No. 10/596,114 (PGPub 2007/0270527). Although the 
conflicting claims are not identical, they are not patentably distinct from each other 
because the claims both recite polysaccharide resins with hydrolysis suppressing agent. 
Although the claims of US App '1 14 do not teach the metal hydroxide composition, it is 
taught in paragraph [0080] of US App '1 14's PGPub. Case law holds that those 
portions of the specification which provide support for the patent claims may also be 
examined and considered when addressing the issue of whether a claim in an 
application defines an obvious variation of an invention claimed in the patent. In re 
Vogel, 422 F.2d 438, 164 USPQ 619,622 (CCPA 1970). Therefore, it would have been 
obvious to one of ordinary skill in the art to use the metal hydroxide of taught in the 
specification US App '1 14 in the claims of US App '1 14 to arrive at the instant claims. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Doris L. Lee whose telephone number is (571)270-3872. 
The examiner can normally be reached on Monday - Thursday 7:30 am to 5 pm and 
every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571)272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Doris L Lee/ 
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